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DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S. C. 121: 

I. Claims 1, 2, drawn to a polynucleotide encoding a Frzb protein, classified in class 
536, subclass 23.5. 

II. Claims 3-10, drawn to a Frzb protein, classified in class 530, subclass 350. 

Ill Claims 11-19, 20-22, drawn to a method of inducing cartilage growth comprising 
administering a Frzb protein, classified in class 514, subclass 12. 

IV. Claims 11-14, 20-22, drawn to a method of inducing bone growth comprising 
administering a Frzb protein, classified in class 514, subclass 12. 

V. Claims 1 1-14, 20-22, drawn to a method of inducing nerve growth comprising 
administering a Frzb protein, classified in class 514, subclass 12. 

VI. Claims 11-14, 20-22, drawn to a method of inducing muscle growth comprising 
administering a Frzb protein, classified in class 514, subclass 12. 

VII. Claims 25-27, 20-22, drawn to a method of inhibiting tumor growth comprising 
administering a Frzb protein, classified in class 514, subclass 12. 

VIII. Claims 28-3 1, 23-24, drawn to a method of inhibiting tumor growth comprising 
administering a polynucleotide encoding a Frzb protein, classified in class 514, 
subclass 44. 

IX. Claim 32, drawn to an antibody to a Frzb protein, classified in class 530, subclass 
387.1. 
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X. Claims 33-35 23-24, drawn to a method promoting tissue growth or repair 
comprising administering a polynucleotide encoding a Frzb protein, classified in 
class 514, subclass 44. 

XI. Claims 36, 37, drawn to a method of screening for an antagonist or an agonist of a 
Frzb protein, classified in class 435, subclass 7.2. 

The inventions are distinct, each from the other because of the following reasons: 

The polypeptide of group II and polynucleotide of group I are patentably distinct 
inventions for the following reasons. Polypeptides, which are composed of amino acids, and 
polynucleotides, which are composed of purine and pyrimidine units, are structurally distinct 
molecules; any relationship between a polynucleotide and polypeptide is dependent upon the 
information provided by the nucleic acid sequence open reading frame as it corresponds to the 
primary amino acid sequence of the encoded polypeptide. In the present claims, a polypeptide of 
group II does not require the polynucleotide of group I because the polypeptide can also be 
recovered from a natural source using by biochemical means. For these reasons, the inventions 
of groups I and II are patentably distinct. 

Furthermore, searching the inventions of groups I and II together would impose a serious 
search burden. In the instant case, the search of the polypeptides and the polynucleotides are not 
coextensive. The inventions of Groups I and II have a separate status in the art as shown by their 
different classifications. In cases such as this one where descriptive sequence information is 
provided, the sequences are searched in appropriate databases. There is search burden also in the 
non-patent literature. Prior to the concomitant isolation and expression of the sequence of 
interest there may be journal articles devoted solely to polypeptides which would not have 
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described the polynucleotide. Similarly, there may have been "classical" genetics papers which 
had no knowledge of the polypeptide but spoke to the gene. Searching, therefore is not 

coextensive. In addition, the polynucleotide claims include polynucleotides that hybridize to the 

sequence identified. This search requires an extensive analysis of the art retrieved in a sequence 
search and will require an in-depth analysis of technical literature. The scope of polynucleotides 
as claimed extend beyond the polynucleotide that encodes the claimed polypeptides; the scope of 
polypeptides as claimed extend beyond the polypeptides encoded by the claimed 
polynucleotides. As such, it would be burdensome to search the inventions of groups I and II 
together. 

The polynucleotide of group I and the antibody of group IX are patentably distinct for the 
following reasons. The antibody of group IX includes, for example, IgG molecules which 
comprise 2 heavy and 2 light chains containing constant and variable regions, and including 
framework regions which act as a scaffold for the 6 complementarity determining regions 
(CDRs). Polypeptides, such as the antibody of group IX which are composed of amino acids, 
and polynucleotides, which are composed of nucleic acids, are structurally distinct molecules; 
any relationship between a polynucleotide and polypeptide is dependent upon the information 
provided by the nucleic acid sequence open reading frame as it corresponds to the primary amino 
acid sequence of the encoded polypeptide. In the present claims, a polynucleotide of group I will 
not encode an antibody of group IX, and the antibody of group IX cannot be encoded by a 
polynucleotide of group I. Therefore the antibody and polynucleotide are patentably distinct. 

The antibody and polynucleotide inventions have a separate status in the art as shown by 
their different classifications. Furthermore, searching the inventions of group I and group IX 
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would impose a serious search burden since a search of the polynucleotide of group I would not 
be used to determine the patentability of an antibody of group IX, and vice- vers a. 

The polypeptide of group II and the antibody of group IX are patentably distinct for the 
following reasons: 

While the inventions of both group II and group IX are polypeptides, in this instance the 
polypeptide of group II is a single chain molecule that functions as a growth factor, whereas the 
polypeptide of group IX encompasses antibodies including IgG which comprises 2 heavy and 2 
light chains containing constant and variable regions, and including framework regions which act 
as a scaffold for the 6 complementarity determining regions (CDRs) that function to bind an 
epitope. Thus the polypeptide of group II and the antibody of group IX are structurally distinct 
molecules; any relationship between a polypeptide of group II and an antibody of group IX is 
dependent upon the correlation between the scope of the polypeptides that the antibody binds and 
the scope of the antibodies that would be generated upon immunization with the polypeptide. 

In this case, the polypeptide of group II is a large molecule which contains potentially 
hundreds of regions to which an antibody may bind, whereas any single antibody of group IX is 
binds only to a small structure within the polypeptide. 

Furthermore, searching the inventions of group II and group IX would impose a serious 
search burden. The inventions have a separate status in the art as shown by their different 
classifications. A polypeptide and an antibody which binds to the polypeptide require different 
searches. An amino acid sequence search of the full-length protein is necessary for a 
determination of novelty and unobviousness of the protein. However, such a search is not 
required to identify the antibodies of group IX. Furthermore, antibodies which bind to an 
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epitope of a polypeptide of group II may be known even if a polypeptide of group II is novel. 
Similarly, a search for epitopes of a polypeptide is required to determine the novelty and 
nonobvious of the antibodies of group IX, however such a search is not required or sufficient to 
identify all of the polypeptides of group II. In addition, the technical literature search for the 
polypeptide of group II and the antibody of group IX are not coextensive, e.g., antibodies may be 
characterized in the technical literature prior to discovery of or sequence of their binding target. 

Each of Inventions III- VII, XI are unrelated to each of inventions VIII, X. Inventions are 
unrelated if it can be shown that they are not disclosed as capable of use together and they have 
different modes of operation, different functions, or different effects (MPEP § 806.04, MPEP § 
808.01). The instant specification does not disclose that these methods would be used together. 
The methods of treatment using a polypeptide (groups III-VII, XI) and the methods of treatment 
using a polynucleotide (groups VIII, X) are unrelated as they comprise distinct steps and utilize 
different products which demonstrates that each method has a different mode of operation. Each 
invention performs this function using a structurally and functionally divergent material. 
Moreover, the methodology and materials necessary for treatment differ significantly for each of 
the materials. For treatment of using the polypeptide, the polypeptide is administered. For 
treatment of using the polynucleotide, the polynucleotide is administered. Therefore, each 
method is divergent in materials and steps. For these reasons Each of Inventions III-VII, XI are 
patentably distinct from each of inventions VIII, X. 

Furthermore, the distinct steps and products require separate and distinct searches. Each 
of Inventions III-VII, XI have a separate status in the art as compared to each of inventions VIII, 



Application/Control Number: 1 0/028,05 1 Page 7 

Art Unit: 1647 

X as shown by their different classifications. As such, it would be burdensome to search Each 
of Inventions III-VII, XI together with each of inventions VIII, X. 

The following pairwise combinations of methods are independent and distinct, wherein 
each member of a pair performs different functions, using different starting materials and/or 
process steps with different outcomes: III and each of IV- VII, XI; IV and each of V- VII, XI; V 
and each of VI, VII, XI; VI and each of VII and XI; VII and XI. Furthermore, the arts of 
inducing cartilage growth, inducing bone growth, inducing nerve growth, inducing muscle 
growth, inhibiting tumor growth, and screening for an antagonist or an agonist are separate and 
require searches in non-overlapping areas of subject matter. Therefore, it would be burdensome 
to search groups II- VII, and XI together. 

The following pairwise combinations of methods are independent and distinct, wherein 
each member of a pair performs different functions, using different starting materials and/or 
process steps with different outcomes: VIII and IX. Furthermore, the arts of inhibiting tumor 
growth and promoting tissue growth or repair are separate and require searches in non- 
overlapping areas of subject matter. Therefore, it would be burdensome to search groups VIII 
and IX together. 

Invention I and each of inventions III-VII, XI are unrelated because the product of group 
I is not used or otherwise involved in the process of each of inventions III-VII, XI. 

Inventions II and III are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
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§ 806.05(h)). In the instant case II could be used in IV-VII, or XI. Moreover, searching II and 
III together would impose a serious search burden. II and in have a separate status in their art as 
shown by their different classification. Moreover, the searches are not co-extensive. Prior art 
that teaches the polypeptide would not necessarily be applicable to the method of using the 
polypeptide. Moreover, even if the polypeptide was not patentable, the method of treatment 
using the polypeptide could be patentable. 

Inventions II and IV are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case II could be used in III, V-VII, or XI. Moreover, searching II 
and IV together would impose a serious search burden. II and IV have a separate status in their 
art as shown by their different classification. Moreover, the searches are not co-extensive. Prior 
art that teaches the polypeptide would not necessarily be applicable to the method of using the 
polypeptide. Moreover, even if the polypeptide was not patentable, the method of treatment 
using the polypeptide could be patentable. 

Inventions II and V are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case II could be used in III, IV, VI, VII, or XI. Moreover, searching 
II and V together would impose a serious search burden. II and V have a separate status in their 
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art as shown by their different classification. Moreover, the searches are not co-extensive. Prior 
art that teaches the polypeptide would not necessarily be applicable to the method of using the 
polypeptide. Moreover, even if the polypeptide was not patentable, the method of treatment 
using the polypeptide could be patentable. 

Inventions II and VI are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case II could be used in III-V, VII, or XI. Moreover, searching II 
and VI together would impose a serious search burden. II and VI have a separate status in their 
art as shown by their different classification. Moreover, the searches are not co-extensive. Prior 
art that teaches the polypeptide would not necessarily be applicable to the method of using the 
polypeptide. Moreover, even if the polypeptide was not patentable, the method of treatment 
using the polypeptide could be patentable. 

Inventions II and VII are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case II could be used in III-VI or XI. Moreover, searching II and VII 
together would impose a serious search burden. II and VII have a separate status in their art as 
shown by their different classification. Moreover, the searches are not co-extensive. Prior art 
that teaches the polypeptide would not necessarily be applicable to the method of using the 
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polypeptide. Moreover, even if the polypeptide was not patentable, the method of treatment 
using the polypeptide could be patentable. 

Inventions II and XI are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case II could be used in III-VI, or VII. Moreover, searching II and 
XI together would impose a serious search burden. II and XI have a separate status in their art as 
shown by their different classification. Moreover, the searches are not co-extensive. Prior art 
that teaches the polypeptide would not necessarily be applicable to the method of using the 
polypeptide. Moreover, even if the polypeptide was not patentable, the method of treatment 
using the polypeptide could be patentable. 

Invention IX and each of inventions III- VIII, X, XI are unrelated because the IX is not 
used or otherwise involved in the process of group IV or VI. 

Invention II and each of inventions VIII, X are unrelated because the II is not used or 
otherwise involved in the process of group VIII or X. 

Inventions I and VIII are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case I could be used in X or in diagnostic or hybridization assay. 
Moreover, searching I and VIII together would impose a serious search burden. I and VIE have 
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a separate status in their art as shown by their different classification. Moreover, the searches are 
not co-extensive. Prior art that teaches the polynucleotide would not necessarily be applicable to 
the method of using the polynucleotide. Moreover, even if the polynucleotide was not 
patentable, the method of treatment using the polynucleotide could be patentable. 

Inventions I and X are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case I could be used in VIII or in diagnostic or hybridization assay. 
Moreover, searching I and X together would impose a serious search burden. I and X have a 
separate status in their art as shown by their different classification. Moreover, the searches are 
not co-extensive. Prior art that teaches the polynucleotide would not necessarily be applicable to 
the method of using the polynucleotide. Moreover, even if the polynucleotide was not 
patentable, the method of treatment using the polynucleotide could be patentable. 

Because these inventions are distinct for the reasons given above, have acquired a 
separate status in the art as shown by their different classification, and the search required for 
each group is not required for the other groups because each group requires a different non- 
patent literature search due to each group comprising different products and/or method steps, 
restriction for examination purposes as indicated is proper. 

This application contains claims directed to the following patentably distinct species of 
the claimed invention: fibrin glue, freeze-dried cartilage grafts, and collagen. 



Application/Control Number: 10/028,051 Page 12 

Art Unit: 1647 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 6, 7 are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

This application contains claims directed to the following patentably distinct species of 
the claimed invention: cartilage progenitor cells, chondroblasts, and chondrocytes. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 8, 17 are generic. 
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Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 

This application contains claims directed to the following patentably distinct species of 
the claimed invention: subglottic stenosis, tracheomalacia, chondromalacia patellae, 
osteoarthritis, joint surface lesions, neurodegenerative disorders, myodegenerative disorders and 
osteodegenerative disorders. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 11, 12 are generic. 
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Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1. 141 . If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 

This application contains claims directed to the following patentably distinct species of 
the claimed invention: intravenous, intrathecal, intracranial, intramuscular and subcutaneous. 

Applicant is required under 35 U.S. C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 11, 13, 18 are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
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thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior ait, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 

This application contains claims directed to the following patentably distinct species of 
the claimed invention: Wnt-8, Wnt-1, Wnt-2, Wnt-3, Wnt-4, Wnt-5A, Wnt-5B, Wnt-6, Wnt-7A 
and Wnt-7B. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 20, 22, 23, 24 are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 
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Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 

This application contains claims directed to the following patentably distinct species of 
the claimed invention: mammary tumor and intestinal tumor. 

Applicant is required under 35 U.S. C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 25, 26 generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
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the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

This application contains claims directed to the following patentably distinct species of 
the claimed invention: construct is injected into said tumor and construct is systemically 
administered to said mammal. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 28 generic. 

^ Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 
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Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 

This application contains claims directed to the following patentably distinct species of 
the claimed invention: plasmid vector, retroviral vector, adenoviral vector, herpes virus vector, 
and adeno-associated viral vector 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 28, 31, 33, 34 are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1. 141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
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be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 

This application contains claims directed to the following patentably distinct species of 
the claimed invention: cartilage, muscle, bone and neural. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claim 33 is generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1. 141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
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This application contains claims directed to the following patentably distinct species of 
the claimed invention: SEQ ID NO: 1, SEQ ID NO: 3, SEQ ID NO: 23. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 1, 23, 24, 28-31 are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

This application contains claims directed to the following patentably distinct species of 
the claimed invention: SEQ ID NO: 2, SEQ ID NO: 4, SEQ ID NO: 7. 
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Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 3-22, 25-27, 32, 36, 37 are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S. C. 103(a) of the other invention. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
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currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Any inquiry concerning this communication or earlier communications from the examiner should be directed to 
David S. Romeo whose telephone number is (571) 272-0890. The examiner can normally be reached on Monday through 
Friday from 7:30 a.m. to 4:00 p.m. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brenda Brumback, can be reached on (571)272-0961 . 

IF submitting official correspondence by fax, Applicants are encouraged to submit official correspondence to 
the following TC 1600 Before and After Final RightFax numbers: 

Before Final (703) 872-9306 

After Final (703) 872-9307 

Customers are also advised to use Certificate of Facsimile procedures when submitting a reply to a non-final 
or final Office action by facsimile (see 37 CFR 1 .6 and 18). 

Faxed draft or informal communications should be directed to the examiner at (571 ) 273-0890. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be directed 
to the Group receptionist whose telephone number is (703) 308-0196. 




David Romeo 
Primary Examiner 
Art Unit 1647 



dsr 

September 26, 2004 



